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DETAILED ACTION 

Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-2, 4-6, and 11-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ninomiya et al. (US 6,184,288) in view of Saxton (US 5,032,632). 

3. Ninomiya et al. (hereafter Ninomiya) disclose ethylene-vinyl alcohol (EVOH) pellets and films 
made from said pellets (col 1 In 7-12). Ninomiya saponifies ethylene-vinyl acetate to create the EVOH (col 
2 In 57-63). The pellets contain a boron compound (c1), an alkaline metal acetate (c3), an alkaline earth 
metal acetate (c4), and a phosphoric acid compound (c5) (col 2 In 17-23). Ninomiya teaches the use of 
antioxidant compounds in the pellets (col 7 In 24). 

4. Ninomiya is silent with regard to a hindered phenol antioxidant. 

5. Such antioxidants were well-known in the art at the time of the invention. For example, Saxton 
teaches an EVOH polymer having metal salts and a hindered phenolic antioxidant (col 2 In 61-65, col 3 In 
1-2). 

6. At the time of the invention, it would have been obvious to one of ordinary skill in the art to use a 
hindered phenolic antioxidant in Ninomiya's films to improve the films' resistance to oxidation. 

7. Regarding claims 1-2: 

8. Ninomiya teaches the EVOH may further contain comonomers of amides, which would inherently 
become polyamides upon polymerization (col 3 In 6-13). The resultant EVOH film can be used in 
laminates having a substrate of polyamide (col 8 In 48). 

9. Regarding the metal salts, Ninomiya mentions sodium acetate as an alkali metal salt (col 5 In 5- 
9). The pellet contains 0.0001 to 0.1 part by weight of alkali salt (c3) and 0.0001 to 0.1 part by weight of 
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alkaline earth metal salt (c4). As such, the amounts used result in a range of ratios that overlap with 
Applicant's range. 

10. Ninomiya reports the weight of phosphoric acid compound (c5) in terms of weight, and not parts- 
per-million as Applicant describes. The examiner takes the position that Ninomiya's disclosure of 0.0005 
to 0.1 parts by weight of phosphoric acid (col 4 In 33) overlaps with the range claimed by Applicant 
because Ninomiya's range is so broad. Furthermore, the range disclosed by Applicant would have been 
made obvious to one of ordinary skill in the art through routine experimentation. 

1 1 . Ninomiya is silent with regard to the hindered phenol antioxidant content as claimed by Applicant. 
Saxton reports the weight of the hindered phenol antioxidant in terms of weight, and not parts-per-million 
as Applicant describes. . The examiner takes the position that Saxton's disclosure of 0.05 to 0.5 weight 
percent (col 3 In 1-2) overlaps with the range claimed by Applicant. Furthermore, the range disclosed by 
Applicant would have been made obvious to one of ordinary skill in the art through routine 
experimentation. 

12. With respect to the overlapping ranges discussed in paragraphs 9-1 1 , as set forth in MPEP 
2144.05, in the case where the claimed range "overlap or lie inside ranges disclosed by the prior art", a 
prima facie case of obviousness exists, In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976); In re 
Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). 

13. Regarding claims 4 and 1 1 : 

14. As mentioned, the EVOH contains a boron compound (c1). 

15. Regarding claims 5-6, 12-16: 

16. Ninomiya's laminates can include multiple layers. Suitable layers besides polyamide include 
polyolefin layers such as low-density polyethylene, high-density polyethylene, ethylene-vinyl acetate, 
among others (col 8 In 37-55). The laminate can take on the structure of X/Y1/Y2, wherein X is the EVOH 
layer, and Y1 and Y2 are instances of others layers (i.e. polyolefin and polyamide layers) (col 8 In 58). 

17. Therefore at the time of the invention, one of ordinary skill would arrive at a structure wherein the 
polyolefin layer is the innermost layer, and the polyamide layer is the outermost layer in the laminate 
through routine experimentation. 
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Claims 3 and 7-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ninomiya et al. (US 
6,184,288) in view of Saxton (US 5,032,632) as applied to claims 1-2, 4-6, and 11-16 above, and further 
in view of Tachibana etal. (US 6,169,161). 

18. Ninomiya in view of Saxton is previously explained. Both references are silent with respect to an 
end-capped polyamide. 

19. The method of end-capping a polyamide was well-known in the art at the time of the invention. 
End-capping changes the terminal groups, as evidenced by Tachibana et al. (col 7 In 31-41). The terminal 
group concentrations affect the overall properties of the polyamide polymer (col 8 In 14-40). 

20. Therefore at the time of the invention, it would have been obvious to one of ordinary skill in the art 
to use an end-capped polyamide depending on desired properties, in the combined invention of Ninomiya 
and Saxton. 



Claim Rejections - 35 USC §112 

21. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

22. Claims 5-6, 9-10, and 12-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

23. Each of claims 5, 9, 12, and 14 recites the limitation "the layer of the polyamide resin" in line 2 of 
each claim. There is insufficient antecedent basis for this limitation in the claim. It is unclear whether 
Applicant intends to limit layer (I) comprising polyamide (B), or limit layer (II) comprising polyamide (C). 
The examiner interprets each claim to refer to layer (II) for the purpose of this Office Action. 

24. Each of claims 6, 10, 13, and 15-16 recites the limitation "the layer of a polyolefin resin" in line 2 
of each claim. There is insufficient antecedent basis for this limitation in the claim. Applicant makes no 
mention in the claims of a polyolefin resin besides these claims. Therefore, Applicant's reference to said 
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polyolefin resin, renders the claims indefinite. For the purpose of this Office Action, the examiner 
interprets these claims to include an extra layer besides layers (I) and (II) comprising polyolefin. 



Conclusion 

25. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 
Odorzynski ('332), Chou ('402), and Miharu (WO '681) disclose a blend of polyamide and EVOH. 
Toyosumi ('938) discloses a resin containing EVOH, polyamide, and a boron component. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to John Freeman whose telephone number is (571)270-3469. The examiner can normally be 
reached on Monday-Friday 7:30-5:00PM EST (First Friday off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Callie Shosho can be reached on (571)272-1 123. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative 
or access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 
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Examiner, Art Unit 1794 
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Supervisory Patent Examiner, Art Unit 1794 



